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THEORY AND PRACTICE IN THE ARGENTINE 


PART I 


THEORY AND PRACTICE UNDER THE ARGENTINE TRADE-MARK 
LAW 


By Dr. Martin Wassermann, Buenos Aires 


Since my article under the above title which appeared in 32 T.-M. Rep., pp. 35- 
47, and 51-57, the Argentine courts and officials have handed down so many inter- 
esting decisions that I am obliged to confine myself to reporting a few cases which, 
in my opinion, by reason of their novelty, may interest even non-Argentine readers. 

I. Hermes.—In this case, which I reported in T.-M. Rep. 32, pp. 39, 40, the 
Supreme Court, in harmony with the Attorney General, on May 22, 1942, affirmed 
both decisions of the federal court handed down May 12, 1941." 

II. Maderas.—As reported in vol. 32, p. 46, the perfume house of S. A. Myrurgia 
filed complaint against the manufacturer F. B. for infringement of its “Maderas” 
and ‘‘Maderas de Oriente” trade-marks, and in the lower court was successful, but 
lost in the higher court. On complainant’s appeal, the Supreme Court on May 20, 
1942, reversed the decision of the lower court and remanded it to the Court of 
Appeals. The grounds of this unusually far-reaching decision had an unusual 
basis and reaches deep into the predicated doctrine of the Argentine Trade-Mark 
Law, which is on the classification system. The complainant’s marks were regis- 
tered in Class 16 (confectionery and perfumery). The respondent made the de- 
fense that he had not used the marks for perfumery nor had he affixed his marks to 
these goods or offered them for sale, but only raw materials used in the production 
of essences for perfumery. These raw materials, however, did not fall in Class 16, 
but Class 11 (Chemical substances used in industry). The federal court had found 
in favor of the respondent on the ground that, even though later jurisprudence had 
occasionally granted that owner of a mark the right of filing opposition against the 
registration of a third mark similar to the registration for different products, this 
right was limited to particular cases and could not be extended to cases of the 
ordinary kind; in any event such a broad interpretation of the law could not be 
permitted in damage suits. 

The Supreme Court rejected this conception citing several different decisions in 
which it was held that the classification of goods into twenty-five classes prescribed 
by the decree of June 30, 1912, afforded no obstacle to filing an opposition against 
an application “when very special circumstances occur which prove the confusibility 
of the products involved, notwithstanding that they fall into different classes.” 
Moreover, since the catalogue confiscated from the respondent used the terms 
“Maderas” and “‘Maderas de Oriente” for perfumes and essences for the manu- 


1. Patentes y Marcas, 1942, pp. 209, 210. 
2. Patentes y Marcas, 1942, p. 70. 
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facture of perfumes, the corpus delictum was evident without infringing the prin- 
ciple that in damage suits the interpretation should be narrowly applied. 

In spite of this ground, drawn from a decision of the Supreme Court, which 
leaves nothing to be desired in clarity, the federal court on August 26, 1942, dis- 
missed the case,* on the following ground, whose literal quotation seems to me neces- 
sary in order to bring out the evidence of the lower courts: 


That, since up to the present, criminal actions involving violations of trade-marks used 
to sell goods in one class of the official classification which show marks registered for 
another class of the same, have not prospered, the Tribunal holds that the accused on sell- 
ing the alleged products did not proceed knowingly, that is to say, with the deceit which the 
legal definition delito requires as its essential requisite. 


To this decision the complainant filed an appeal, but the Attorney General, in his 
opinion, held that the Supreme Court had in its decision of May 20, 1942, not even 
affirmed the decision of the lower court, but followed it only in so far as it had been 
defective, that is, only on one of its grounds. Therefore, the court was not pre- 
cluded in its new decision from basing its acquittal on the ground that “the case does 
not offer elements of proof that allow of establishing criminal intent.” To this de- 
cision dealing with actual known legal considerations, an appeal was not possible. 
Therefore, the appeal must be rejected. If, however, the respondent should repeat 
the use of the claimant’s mark in the future in the present form, he would be held 
responsible. This opinion of the Attorney General was affirmed by the Supreme 
Court which on October 28, 1942, declared the appeal unfounded.* 

III. Gath.—The decision of the federal court rendered July 18, 1943, and re- 


ported in vol. 32, pp. 54, 55, was affirmed by the Supreme Court on June 15, 1942.° 
The firm “South American Stores” (Gath & Chaves, Ltd.) was thus finally given 
the right to register the surname “Gath” as a trade-mark for goods in Class 9. Even 
though no one should be damaged by this registration, still the grounds of the decision 
seem to me hardly reconciliable with the plain provision of Art. 4 of the trade-mark 
law, which reads as follows: 


The names or protraits of persons may not be used as trade-marks without the con- 
sent of the latter or of their heirs up to the fourth generation. 


IV. Ferloni and Montes——The decision of the federal court reported in vol. 
32, p. 57, was affirmed by the Supreme Court on August 20, 1942.° 

V. Piccaluga & Co.—As reported in vol. 32, pp. 56, 57, the federal judge and 
the federal chamber had affirmed the decision of the Commissioner of Trade-Marks, 
rejecting the application, with two justices dissenting. 

The Supreme Court favored the views of this minority and on May 11, 1942, 
reversed the earlier decision on the ground that, while the slightest confusion with a 
registered mark is sufficient for the Commissioner to refuse registration of the 


3. Patentes y Marcas, 1942, p. 370. 

4. The decision of the Supreme Court and the opinion of the Attorney General have not been 
published. I owe both to the courtesy of the “Myrurgia” representative. 

5. Patentes y Marcas, 1942, p. 255. 

6. Patentes y Marcas, 1942, p. 136. 
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new mark, this criterion is inapplicable when the owner of the former mark expresses 
his consent to the registration of the new mark." Here the Supreme Court cited 
several former decisions, inter alia, its decision in the similar case next following. 

VI. Victor L. Yanez, “Haptinégeno.’—This mark was rejected by the Commis- 
sioner on the grounds of its resemblance to the prior registered mark “Haptinogen- 
ina,” notwithstanding the express consent of the latter’s owner. By the federal 
judge, however, it was admitted, and by the Chamber—two members dissenting— 
was again rejected. Finally, however, on March 25, 1942, registration was decreed 
by the Supreme Court.® 

VII. Las Mimadas.—These words had been applied for as trade-marks in Class 
22 (food stuffs, etc.), by the firm of Pinasso & Storchi. Opposition was filed by the 
owner of the marks “Minosa” and “‘Mimosas,” registered in the same class, but with 
the omission of tea, flour, and flour and pastry products. The owner, however, had 
withdrawn his opposition after the applicant had restricted the application to flour 
and vermicelli. Nevertheless, the Commissioner on September 27, 1940, refused 
registration ; the federal judge, however, ordered it on December 7, 1941. Mean- 
time, the fiscal attorney of the Chamber in a detailed opinion remanded the refusal to 
register back to the Commissioner. In this case, however, the Chamber did not 
follow him, but affirmed the judge’s decision, citing specifically the latest decision of 
the Supreme Court in the ““Vedora” case (naturally, this time also two members of 
the chamber dissented ).° 


VIII. Solvay.—The decision of the federal court handed down on September 
24, 1941, was affirmed by the Supreme Court on April 13, 1942, on the ground that 


the sentence appealed from was based, among other grounds, on one of fact not sub- 
ject to review—that the word “Solvay” signifies the name of a chemical process uni- 
versally known, a fact sufficient to defeat registration. This holding follows the 
basic principle that Argentine courts apply to trade-marks filed for registration for 
pharmaceutical and chemical products and containing words indicating the composi- 
tion of the goods.”° 

This is shown also by the following decision: 

IX. Sulfurcal—tThis word was rejected by the federal court on September 21, 
1942, because it, directly or indirectly, pointed to a definite product, namely, calcium 
sulphate."* This decision, which, as I learn, is subject to review by the higher court, 
cites three marks which were rejected on analogous grounds, namely, “Sulforpireto- 
geno,” “Cardiotonico” and “Citromagnesia”; and two marks, whose registration 
was approved by the courts, namely, “Yodofosmateina” and “Opotonico.” Further 
mention is made of a decision handed down by the same federal judge a few weeks 
before, but not yet published, involving the word “Fosfosal.” 


7. Patentes y Marcas, 1942, p. 252. 

8. The decision of the Commissioner and judge are found in Patentes y Marcas, 1940, p. 156; 
that of the Chamber, id., 1941, p. 180; the decision of the Supreme Court, id., 1942, p. 128. 

9. yaa the decisions relating to the Las Mimadas case are found in Patentes y Marcas, 1942, 
pp. 137-141. 

10. Patentes y Marcas, 1942, p. 133. 

11. Patentes y Marcas, 1942, p. 420. 
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On these questions the practice is indecisive and thoroughly insecure, though 
this is not the fault of the courts, but due to the fact that legal boundaries are very 
fluctuating, so that the experts, who, moreover, are not always disinterested, fre- 
quently contradict one another—a circumstance often to be noticed in other coun- 
tries, as shown by the litigation involving the marks “Creolin,” “Lysol,” “Ichthyol,” 
“Aspirin,” etc. Some of these words enjoy no protection in Argentina, while, on 
the other hand, other words have been registered here which in most other countries 
have been rejected as belonging to the public domain, such as “Sal de Fruta” (“Fruit 
Salt’’) which is here registered for “Eno.” 

X. Law 11, 275—Identification of Goods.—In my earlier article (vol. 32, p. 51, 
et seq.), I mentioned the difficulties confronting native merchants and industrialists 
under Art. 5 of the law above cited, which reads as follows: 


National trade-marks which may in future be registered or renewed, even when they 
are fanciful names, may not contain words except those from the dead languages or in the 
national language (Spanish), except when personal names are involved. 


Inasmuch as, so far as I know, no similar provision is found in other countries 
(as in all other countries marks are registered containing words from foreign lan- 
guages), it may perhaps not be without interest to our readers to give a brief ex- 
planation for the reasons for this unique provision. 

The Trade-Mark Law of 1900 (No. 3975) contains no such restriction. In the 
Argentine trade-mark register there were numerous marks, both of Argentine as 
well as of foreign firms, that contained words from other tongues. In 1917 a deputy, 


Dr. Rudolph Moreno, introduced a draft of a measure designed to inform native 
consumers whether an article was of domestic or foreign origin. To this end, every 
article produced in the Argentine was to bear, in plainly visible letters, the legend 
“Argentine Industry.” In this way domestic manufacturers were to be encouraged 
to maintain the quality of their products at the highest level, in order to overcome 
“the chronic aversion which is shown here for the products of the country and the 
preference for imported goods, even though the quality of the former may be equal 
or better.” The same end was also to be served by Art. 5 of the measure, which 
forbade manufacturers the use of marks in foreign languages. In the course of the 
consideration of this measure, which did not take place till the year 1923, an amend- 
ment was made to the reformatory text, but the latter remained and the prohibition 
against registering or renewing national marks that contained words in foreign lan- 
guages became the law. 

In so far as the prohibtion against renewing such marks was concerned, the law 
was subsequently declared unconstitutional and hence invalid by the Supreme Court. 
However, the valid remainder, that is, the prohibition against new registration,‘proved 
sufficient to cause domestic owners considerable difficulty and to defeat several well- 
founded applications. As examples, we may cite the cases mentioned in vol. 32, pp. 
51-55, which were, in part, still pending, awaiting the decision of the said court, but 
in the meantime have passed to final decision. 


12. Patentes y Marcas, 1941, pp. 385 and 606. 
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XI. Yachting Argentino (cf. vol. 32, p. 52).—Every court up to the federal court 
has rejected marks in Class 18 (articles for printing, books, stationery, etc.), in- 
tended as titles for a magazine devoted to yachting, because the word belonged to 
the English language. 

The Supreme Court, however, on July 17, 1942, reversed the decisions below 
and held the above words registrable.“* Among the grounds of this decision, the 
culmination of many years of litigation, the following points are noteworthy—“By 
the national language we are to understand the language which is spoken in Argen- 
tine, that is, Spanish (castellano) as it was styled by the Academy 200 years ago, or 
espanol, as it is called today. This language is constantly being enriched and receiv- 
ing numerous accessions from all the sciences and arts and the diffusion of intellectual 
culture and political revolutions call each day for new symbols to express new 
ideas.” —From the Regulamentary Decree of Law II, 275 of November 18, 1932, 
which cites a number of foreign words universally known, as “Yogurt,” “Caviar,” 
“Paté,” “Foie,” “Old Tom Dry,” “Gin,” “Brandy,” “Cocktail,” Kirsch,’ “Ver- 
mouth,” “Vodka,” Rouge,” etc., which, according to business usage, serve to dis- 
tinguish articles of commerce which are accepted for Argentine products as legal 
designations, and has correctly interpreted the terms “National language.” It, there- 
fore, did not matter whether the word “Yachting” was found in the Dictionary of 
the Spanish Academy. In so far as the court had based its decision on this ground, 
it had wrongly interpreted the law of 1932. Its decision was, therefore, to be re- 
versed. 

XII. Rueda Sport (Cf. vol. 32, p. 62).—In the case of this mark, the justices of 
the federal court had unanimously voted against renewal, because the word “Sport” 
was an English word, the Argentine equivalent being ‘“‘Deporte.” 

This decision of the court, with two members dissenting, was reversed by the 
Supreme Court on July 17, 1942, on the same grounds as in the following case, de- 
cided the same day.* 

XIII. Kraft (Cf. vol. 32, p. 53).—This mark registered after the coming into 
effect of law II, 275, had, on complaint of a firm bearing the corporate name “Kraft,” 
been held invalid ; and the federal court had, accordingly, refused to renew it. 

The Supreme Court affirmed this decision on August 12, 1942.*° In accordance, 
however, with the exception noted above (see p. 120), relating to personal names, 
registration of the word “Kraft’’ could not be renewed for its former owner, George 
Elmer, but was, nevertheless, registrable for the firm William Kraft, Limited. 

How sharply the Argentine law departs on this point from that of other coun- 
tries, I have already shown in a study which appeared under the title “Trade-marks 
for Articles for Export,” in the magazine La Ley of July 18, 1942. There I pointed 
out to Argentine readers that, in France, Switzerland, Belgium, Holland, Austria, 
Checko-Slovakia, Spain and other European countries, marks are regularly registerec. 
and renewed—and that in the international register in Berne, numerous marks are 


13. Patentes y Marcas, 1942, p. 312. 
14. Patentes y Marcas, 1942, p. 313. 
15. Jurisprudencia Argentina, October 13, 1942. 
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found whose owners are not resident in the country from whose language the mark 
is taken. This circumstance is not to be attributed to an aversion on the part of a 
particular nation to its own products, but to export needs. The manufacturer or 
exporter who desires to sell his goods in countries speaking a different language is 
often compelled to borrow label and mark from that language, since the majority of 
consumers there do not understand the language of the exporting country. 

In the past Argentinians—besides the products of their agriculture and grazing— 
have not exported ready-made goods in any considerable quantities, but no one can 
foresee whether this may not change in the near or remote future. Argentine cham- 
pagne is said already to have a not inconsiderable number of devotees in the United 
States, and Argentine canned meat, sold by a certain New York firm in marked 
containers under the name “La Pampa,” enjoys, as I am informed from that city, 
a ready sale. 

XIV. Stassano.—This word was sought to be registered as a mark for goods in 
Class 22 (food substances) by the firm of Silkeborg Machinfabrik Zeuther & Larsen, 
but was rejected by the Commissioner because it was identical with the expression 
“esta sano” (it is healthful) and hence violated Art. 3 of the Trade-Mark Law and 
was a term that had passed into general use as indicating the nature of the product. 
This view, however, was not shared by the Federal Judge, who ordered its registra- 
tion. The Fiscal Officer contested this decision and cited among others the recently 
rendered decision of the Supreme Court involving “Citromagnesia,” published in 
Patentes y Marcas, 1941, p. 172. The federal court, however, affirmed the decision 
on June 26, 1942."° 

XV. Re d’ Italia—The tobacco factory of Piccardo & Co., whose litigation with 
the Italian Administration of Monopolies over the mark “Bersaglieri” I reported in 
vol. 32, pp. 52-53, was obliged to defend itself against an attack on a mark which it 
had registered and used for many years. It concerned the registered mark “Re d’ 
Italia,” whose renewal it had applied for. Opposition was filed by the Tabacci 
Italiani, Inc., an Argentine corporation, located in Buenos Aires, and having an ex- 
clusive agency for the sale in the Argentine of products of the Monopoly of the 
Kingdom of Italy. The registrant appealed; the opposer prayed for annulment, 
since it violated several provisions of the Argentine law, namely, (1) Art. 1 of law 
3975, in so far as it included the picture of the former King, Umberto I, and the 
words “Re d’ Italia,” without the consent of the head of the Italian royal house; 
(2) Art. 5 of the law, as it comprised an Italian phrase ; (3) the public order, as, by 
reason of its use of Italian colors, flags and inscriptions, it deceived the consumer as 
to the origin of the goods. 

The Federal Judge on October 8, 1942, handed down a decision” dismissing the 
suit for annulment and holding the opposition to its renewal as unfounded. As 
grounds for its decision the court cited the holding of the Supreme Court in the 
Bersaglieri case of June 11, 1941**, and stated that the principle therein involved 


16. All the decisions and citations are found in Patentes y Marcas, 1942, pp. 259-261. 
17. Patentes y Marcas, 1942, pp. 470-473. 
18. Patentes y Marcas, 1941, pp. 282-285. 
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must in the present case also lead to the rejection of the claim for cancellation. The 
mark, the Court declared, did not include a portrait of King Humbert, but the bust 
of a soldier with medals; it had already been registered in Argentina in 1938, that 
is, before the coming into effect of law No. 3975 of 1900, and the earlier law con- 
tained no prohibition against the use of personal names and portraits. Moreover, 
the law of 1923 was here inapplicable, as the first registration was made long before 
November 10, 1924. 

XVI. Celofan.—Although I reviewed this case briefly in vol. 32, pp. 72-73, it 
seems to me desirable to examine it more closely on the score of theory and practice. 
The Société Anonyme La Cellophane applied to register the mark in Class 18 
(articles and materials used in printing). After the mark was published in the 
Boletin Oficial, two parties, namely, the firm C. Della Penna & Co., and the 
merchant William P. Neumann, though not filing opposition, sent notices to the 
Trade-Mark Commissioner, calling his attention to the fact that “Celofan” was the 
common and generic name of a certain kind of paper, and its registration was accord- 
ingly prohibited. Following this procedure, through the filing of a formal opposi- 
tion, the case went before the Commissioner, who rejected the application.” 

This official based his decision on the fact that the full records and available 
scientific evidence gave proof that the word ‘‘Celofan” was in Argentina a very well 
known designation for a transparent paper. This the applicant had himself con- 
ceded, but stated that this paper was made exclusively by him, and, moreover, that 
the French word “Cellophane” had already been registered in many countries, in- 
cluding Argentina, in classes 3 and 18, and the registration was still in effect. The 
Commissioner, however, held it not admissible in the present procedure to pass on 
the validity of the old mark, and denied to the applicant the right of protection for 
the Spanish equivalent “Celofan.” 

The Federal Judge, to whom the case was appealed, came to a different conclu- 
sion. He held that the word “Celofan,” since the year 1922 when “Cellophane” 
was registered for the French company in Argentina, could not have been trans- 
formed into a word of general use, especially since the mark had been reregistered 
and was still in effect. Decision, therefore, turned on the question of whether the 
old mark at the time of its registration (April 29, 1921) was registrable, or whether 
the word “Celofan” in the French or Spanish form, was an expression in general 
use. The witnesses who testified had not made this point clear ; even the counsel of 
the Della Penna firm had stated that, in his opinion, it had been in common use 
about fifteen years; to sum up, it appeared that the word had been commonly used 
since 1926, or four years after the registration of the mark “Cellophane.” More- 
over, this mark had enjoyed international protection in 1912, and was still so pro- 
tected. It may be of interest to quote a part of the court’s remarks as follows: 


The undersigned is aware that prima facie the word “Celofan” seems to be distinctive of 
a definite product, but this first impression cannot be sufficient to determine whether it con- 
stitutes a valid mark. The expressions “Thermo,” “Frigidaire” and “Palm Beach,” among 


19. Patentes y Marcas, 1942, pp. 192-195. 
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others, are of the same kind, and nevertheless, designated valid marks, which, either because 
they are most widely advertised or because they were the first to be applied to the goods 
in question, have finally come to be almost identified with them. 


The court cites the decisions of the Argentine courts involving “Thermo” and 
“Frigidaire,” also “San Martin” and the “Aspirina” decision of 1916, and adds this 
comment that may be of interest to exporters: 


The national doctrine is in harmony with the legal attitude—and a considerable part of 
foreign doctrine, as well. 


Here the judge quotes from the works of Allert and Pouillet, Bosio and Braun 
and Capitaine (works by English authors are almost never cited, as they are com- 
pletely unknown here and few jurists are familiar with that language, while the 
Frerich language is generally in current use in cultivated circles). 

The judge concluded that the ““Celofan” mark must be registered for the French 
Company.” * 

XVII. Cinzano.—In vol. 32, p. 40, sub. IV, I reported the civil action brought by 
the well-known firm Francesco Cinzano & Co., against a company estblished here, 
which with the aid of a “dummy” figure assumed the firm name of S. A. Melchiorre 
Cinzano & Company. As a sequel to this suit, action was taken against the “Vice- 
president” of this company, one José Mieras, who sold vermouth under the desig- 
nation ““Melchiorre Cinzano, Torino.” In fact, the liquor came from an Argentine 
distillery, which had received neither ingredients nor formulae from Melchiorre 
Cinzano, and did not know under what label the goods would be sold. On October 
23, 1942, the judge condemned the defendant to six months’ imprisonment, with a 
fine of 300 pesos and damages of 5,000 pesos. In fixing this comparatively high 
penalty, the court had recourse not only to the civil process code, but also to the rule 
followed in damage suits, that Melchiorre was a “common borrowed name,” and its 
bearer was chosen president of the company founded by Mieres and his associates 
for the sole purpose of enabling these individuals to market vermouth of high repute 
under the Cinzano name and thus capitalize on the enormous prestige of genuine 
“Cinzano”—a deception which Melchiorre Cinzano had already committed in Italy, 
Chile and Germany. 

In a judgment rendered by the Turin tribunal it appeared that Melchiorre was 
the owner of a factory producing carbonated water and, according to his own state- 
ment, owned no establishment suited to the production of vermouth. “The ver- 
mouth which he sells—under his own name—is not his product, but that of the 
Turin firm of Chazellettes.” In like manner, defendant Mieres proceeded in 
Buenos Aires, selling vermouth as “Melchiorre Cinzano,” which was produced by 
Inchanopa & Co., and identical with their “Glauda” vermouth. From Cinzano he 
had nothing but the name.” 

XVIII. Corona.—Even without deceptive intent, similarity of names often leads 
to bitter controversies, especially among relatives—a circumstance to be observed in 


* Note—This decision was affirmed by the Supreme Court on May 7, 1943.—Eb. 
20. Patentes y Marcas, 1942, pp. 195-197. 
21. Patentes y Marcas, 1942, p. 477. 
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all countries. Even in Argentina these cases are not rare. Here a fraternal dis- 
pute in the “Corona” firm took a somewhat unusual course. 

Two brothers of this name conducted under the designation “Corona Her- 
manos,” a business in jewelry and watch repairing, with a shop on Florida Street, 
Buenos Aires. This business was dissolved on June 17, 1937; Brother Hector re- 
ceived the shop on Florida Street, brother John opened a shop of the same kind on a 
cross street, Calle Cordoba. Several days before the dissolution, Hector had regis- 
tered the word “Corona” as the name of his establishment in the register of business 
names. In March, 1939, John moved his business from Cordoba Street also into 
Florida Street and only two blocks from his brother, placing his full name over the 
entrance, but in the show windows and over the entrance door the single word 
“Corona,” with the monogram J and Cabove. Hector filed complaint. 

On October 26, 1940, the federal Judge rendered an opinion holding that each 
brother could use the name “Corona” in his business publicly only in connection 
with his full Christian name.” He based his decision on the similar case of 
Steiman.”* 

This decision was reversed by the higher court on a technicality, and Hector’s 
complaint dismissed, since he, by recording his name with the Commissioner of 
Patents, had secured no better right to the word “Corona,” nor had he done so by 
assuming the business theretofore conducted in common, which business had not 
been carried on under the name “Corona” alone, but under that of “Corona Her- 
monos.””* 

The Supreme Court, however, came to a different conclusion and allowed the 
appeal® on the following grounds: Complainant had used the name “Corona” 
without more in his business on Florida Street, while the respondent in his business 
on Cordoba Street used the designation Juan E. Corona (before moving into Florida 
Street). In this interim (more than a year) respondent had made no objection, 
and had thus forfeited his former right. By the unprotested use of the name 
“Corona” without a prefix the complainant had acquired a property right in the com- 
mercial name “Corona,” and its entry in the business register was, therefore, not at 
all requisite under the law (Arts. 42 and 47).” 

The complainant, therefore, according to the doctrine “prior tempore, potior 
jure,” enjoyed precedence ; accordingly, the respondent might use the surname only 


in the form prescribed in Art. 43, that is, “clear and distinct from that employed by 
the complainant.” 


22. Patentes y Marcas, 1941, p. 165. 

23. Patentes y Marcas, 1940, p. 248. 

24. Patentes y Marcas, 1941, p. 165. 

25. Patentes y Marcas, 1942, pp. 143-144. 

26. Art. 44—“If the party aggrieved by the use of a trade-name (name of a factory, business 
or branch of agriculture) does not protest within one year from the day on which the name was 
first used by another, he will lose his right to any claim thereto.” 

Art. 42—“The name of the farmer, business man or manufacturer and that of the firm, shop, 
or the designation of a house or establishment dealing in definite articles or products—constitute 
property for the effects of this law.” 

Art. 47—“The registration of the name is not necessary in order to exercise the rights accorded 
by this law, except in cases where it forms part of the mark.” 
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One may not agree with this decision on all points and may regard the court’s 
opinion as Solomonic; nevertheless, from the decision of the Supreme Court we 
may draw the lesson that it is dangerous to wait longer than a year to protest. This 
may well be taken to heart by other nationals, who, fearful of costs, often wait too 
long, as experience shows. 

XIX. Rio Negro.—For the firm “Baron de Rio Negro, Inc.,” there has for years 
been registered a mark which contains as its salient feature the words “Baron de Rio 
Negro.” The mark is registered for wine and is extensively affixed to wines that 
come from the province of Rio Negro and enjoy great popularity throughout the 
country. 

The firm of Chiositti Hermanos applied to register a mark consisting of a grape 
leaf and the legend “Marques de Rio Negro”; the owner of the older mark filed 
opposition, thus starting a litigation which passed through all three courts. 

The junior applicant asserted that he had not applied to register the mark 
“Marques de Rio Negro” for wines, but for cognacs, anise, brandies and other 
beverages, with the exception of wines in general, hence, for goods for which the 
prior mark was not protected. 

The federal judge rejected the complaint.” 

The federal chamber affirmed this decision on May 16, 19417° and the Supreme 
Court a year later finally decided in favor of the older mark.” 

The grounds of the decision go beyond the limits of the particular case, by recog- 
nizing basically that “the owner of a mark has the right to oppose the registration of 
another mark, notwithstanding that the latter is intended to distinguish products not 
included in the field of the former.” 

XX. Jeica.—This word, known throughout the world as a mark for the proto- 
graphic appliances of a German producer, is registered in Argentina in the name of 
the famous house of Lutz Ferrando & Co., which imports these applicances from 
Germany and sells them in great quantities throughout South America. 

This firm filed complaint for infringement against one José K. in Buenos Aires, 
who bought genuine Ieica apparatus from German immigrants and sold them in 
Argentina. The respondent pointed out that he had in every case dealt in used 
appliances, whose sale was permitted, just as was that of used automobiles, pianos 
and other trade-marked goods. However, a search of his premises, made under 
court order, resulted in the confiscation of a number of appliances, which, according 
to expert testimony, were not second-hand—a fact attested to by the parties who 
had sold them to respondent. 

The court condemned the respondent to three months’ imprisonment, a fine of 
300 pesos and damages of 1,000 pesos.*° Among the grounds of the decision we may 
note the following: The respondent deals in Ieica apparatus, lenses and supply 
parts on the same conditions as does the owner of the mark; he had obtained these 


Patentes y Marcas, 1940, p. 643. 
Patentes y Marcas, 1941, p. 240. 
Patentes y Marcas, 1942, pp. 258-259. 
Patentes y Marcas, 1942, pp. 141-143. 
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goods at a lower price, because they had been brought to the country illegally—and 
because he (the respondent) was not an established dealer, paid no duties, and had 
no business overhead, hence could be a formidable competitor for the complainant 
firm, which imports the same merchandise legally for sale in a form inevitably more 
expensive, after advertising it by its business activity and sound publicity. The 
Argentine trade-mark law sanctions this interpretation since in Art. 48 it con- 
demns him who usurps the exclusive right of the owner of a mark registered for 
use on objects of his business (Lemonier v. Simelovich, Patentes y Marcas, 1931, 
p. 544). 

The federal court later reversed the decision and acquitted the respondent.” 

Viewing the Lemonier case cited by the lower court as based on different facts 
from the instant case, the court said that “here we are not concerned with the normal 
importation of goods, but with purchases of second-hand or fugitive items usually 
sold as valuable articles under well-known marks, such as writing machines, spec- 
tacles, photographic appliances, watches, automobiles, etc., and in the present case, 
there was the additional circumstance that the export of gold from Europe was for- 
bidden.” 

XXI. DW 142. DW 162. Q 142. Q 122.—The rejection of applications to register 
these marks for the Minneapolis-Moline Power Implement Company has already 
been reported in vol. 33, pp. 26-27. The decision of the higher court has not yet 
(June 25, 1943) been handed down. 

XXII. Lactona-La-Toja.—The owner of the mark “Lactona,” registered in 1915 
in Class 16 and renewed in 1925, had neglected to file application for the second 
renewal in time, and accordingly when the mistake was noticed, applied to register it 
as anew mark. To this new application the firm of “La Toja, Inc.,” filed opposi- 
tion, on the ground of its registration of the words “La Toja” in Class 16. It de- 
clared that a confusing resemblance existed between the two marks and that the new 
mark infringed its right to its name. The applicant filed answer, claiming the op- 
position unfounded, since the two marks had been used together for more than 
twenty years without any evidence of confusion being noticed. 

The Federal Judge dismissed the appeal and the Federal Chamber affirmed the 
decision on the ground that both marks were used for soaps, goods bought by people 
who pay greater attention in the purchase of such items than in the purchase of 
foods.* 


The Supreme Court came to a different conclusion, reversing the decision ap- 
pealed from and holding oppositions unfounded.* This decision deserves careful 
study, since the question of confusability is, as a rule, a question of fact and not 
reviewable by the court of third instance. In the present case, therefore, the court 
must be proceeding on the theory that the danger of confusion found by the lower 


31. Patentes y Marcas, 1942, p. 581. 
_ _32. This case will, I hear, be appealed to the Supreme Court, in which event, I hope to report 
it in a later issue. 


33. Patentes y Marcas, 1941, pp. 181-182. 
34. Patentes y Marcas, 1942, p. 197. 
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court was present ; but it declared that the chamber had decided the question wrongly 
in so far as it had not recognized that both marks had been used side by side in the 
market for twenty years without the respondent ever opposing. Moreover, in the 
present case it was a matter of a new application only in form; in actual fact, it was 
rather the reregistration of a mark registered for more than twenty years and already 
once renewed, failure to renew which occurred only through oversight. Moreover, 
it was being constantly used in business and was, therefore, well-known to the trade. 

XXIII. Bugolina.—A few days after the handing down of the above cited de- 
cision of the Supreme Court, the federal chamber had an opportunity to apply the 
same basic principles. The case had to do with the mark “Bugolina,” whose timely 
renewal had also been delayed and which accordingly had to be applied for as a new 
registration. To this new registration the owner of a somewhat similar mark filed 
opposition, and the applicant answered, averring the opposition unfounded. In this 
case also the federal judge had dismissed the appeal, but the chamber reversed the 
decision, citing specifically the Lactona decision of the Supreme Court.” 





























(To be concluded) 


THE LANHAM TRADE-MARK BILL AND THE INTERNATIONAL 
CONVENTIONS 





The Lanham Trade-Mark Bill passed by the House of Representatives on June 
28, 1943, bears the title ““To provide for the registration and protection of trade- 
marks used in commerce, to carry out the provisions of certain international con- 
ventions, and for other purposes.” Thus, one of its purposes is to carry out the 
provisions of international conventions containing stipulations on trade-marks. 

The main convention on the subject is the International Convention for the Pro- 
tection of Industrial Property, originally concluded in 1883 and revised several times 
since. The latest text is the one adopted at the Conference of Revision at London in 
1934. Ten countries, including the United States, have ratified this text. Several 
countries are still bound by the previous text of the revision at The Hague in 1925, 
and there are a few still governed by the older text of Washington of 1911. 

The other Conventions are of the Pan-American group. Here again we have 
three texts in effect : the Buenos Aires Convention of 1910, the Santiago Convention 
of 1923, and the Washington Convention for Trade-Mark and Commercial Protec- 
tion and Protocol for Inter-American Registration of Trade-Marks of 1929. 

The Lanham Bill contains Chapter IX entitled “International Conventions,” 
which has remained substantially unchanged in the form in which it was originally 
included in the first Lanham Bill of 1938 (H. R. 9041). The numerous contro- 
versies and discussions that have been going on all these years on the other parts of 
the Bill did not affect this chapter. This is as it should be, because the undertakings 
of the United States under the above international conventions are clear enough and 
the effort was made from the beginning to include in the Bill provisions carrying 


35. Patentes y Marcas, 1941, p.490 and 1942, p. 213. 
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out these international undertakings of our country. The United States by ratify- 
ing these convention has undertaken the solemn obligation to execute them in the 
domestic field and, if necessary, to amend its law in order to bring it into conformity 
with the conventions. On the other hand, the Supreme Court of the United States 
in the Bacardi decision in December, 1940, explicitly upheld and declared self- 
executing international stipulations on trade-marks to which the United States is a 
party. 

Recently, the President of the American Group of the International Association 
for the Protection of Industrial Property appointed a Committee to present a report 
to the group at its meeting in Chicago last August on the Lanham Bill’s provisions 
on International Conventions. Such report was duly made and submitted by the 
committee consisting of : Delos G. Haynes, Daphne Robert, Paul H. Smolka, Earl 
H. Thomson, Thomas H. West, W. T. Woodson, and Stephen P. Ladas, Chairman. 

The Committee’s report made submissions for amendments of form only in the 
various sub-sections of Section 44. The only amendment of substance supported by 
some members of the Committee is a provision in Section 44 (c) concerning the re- 
quirement of home registration for foreign applicants. As this particular provision 
is of great importance to American trade-mark owners engagegd in foreign com- 
merce, it may be of interest to our members to understand its full significance. 

In most countries of Europe, the régime of reciprocity prevails under the trade- 
mark law. Since the United States under the Act of 1905 requires proof of home 
registration by applicants who have no use of these trade-marks in the United 
States, foreign countries will not grant registration to American trade-mark owners, 
unless they produce a certified copy of registration in the United States. The 
American applicant can only register in the foreign countries for the form of the 
mark registered in the United States and for the particular goods covered by such 
registration. We cannot change the law of the foreign countries, but we can 
change our law and thus either automatically or by inducing similar change of law 
abroad enable our trade-mark owners to register in foreign countries without having 
to produce proof of United States registration. To accomplish this, Section 44 (c) 
provides that a foreign applicant who does not allege use in commerce and has not 
registered his mark in his country of origin, may obtain registration in the United 
States, provided his country does not require of United States nationals and resi- 
dents to produce proof of registration in this country. In other words, we say to 
the foreign countries: Under our old law, before accepting a trade-mark application 
by one of your nationals, we required him to show, whenever he had no use of such 
mark in the United States, that he had a corresponding registration in his country. 
Now we are prepared to waive this requirement provided you, in turn, will give up 
the same requirement in the case of American nationals and residents. Most of the 
foreign countries will be able to extend this advantage to us automatically under their 
law ; some must adopt corresponding legislation. 

Why does Section 44 (c) propose this change in our law? Why is it important 
for our American trade-mark owners to be able to register in foreign countries with- 


out the benefit of a corresponding U. S. registration? Because, under the present 
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law, the following disadvantages are created for American trade-mark owners en- 
gaged in foreign trade: 


1. American trade-mark owners can only register for the form of the mark regis- 
tered in the United States. Therefore, they cannot adapt their registration in the 
foreign country to the form most suitable for protection therein. Thus, if the regis- 
tration in his counry is for a word mark, the American trade-mark owner cannot 
register in the foreign country for a device and word or for his label in colors (in- 
cluding the word) etc.—which might be necessary for him in view of the absence of 
unfair competition law in the foreign country. 

2. American trade-mark owners can only register for the goods covered by the 
U. S. registration. Therefore, they cannot register for a broader list of goods in 
the foreign country which might be desirable, either because such a broader list of 
goods represents the more recent extent of their business or because such a broader 
list would provide a defense against unfair competition in the foreign country or 
because the difference of classification in the foreign country renders necessary a 
different description of goods. 

3. American trade-mark owners unable or unwilling to register their mark in 
the United States for one reason or another (for instance, a mark used by a foreign 
subsidiary and not in use in commerce in this country, or a mark used in colors ina 
foreign country to which they do not wish to limit it in this country) and interested 
primarily in the foreign market are prevented from registering in the foreign 
country. 

4. American trade-mark owners purchasing a foreign registration infringing 
upon their rights are unable to record an assignment of such registration in the 
foreign country, because they cannot show that they had a corresponding registration 
in the United States. 

5. Under the Act of 1905, a foreigner who has use in the United States may 
register without having to show that he has a registration in his home country ; but a 
United States national who may have used his mark, for instance, in Germany, for 
many years, is still unable to secure registration in that country unless he has a 
registration in the United States. 

6. Most of the European countries have the deposit system of trade-marks and 
anyone can get a mark on the Register with the greatest ease. Under the circum- 
stances, whether a French applicant claims adoption of a trade-mark in France, or 
registration in France, it means absolutely the same thing. Therefore, for the 
United States to require proof of home registration of foreigners is in most cases a 
pure formality, devoid of any legal significance. For that formality we are paying a 
substantial price by depriving our trade-mark owners of the advantage of being able 
to register a trade-mark in foreign countries without having to prove home regis- 
tration. 


It follows that, insofar as sub-section (c) of Section 44 will have the consequence 
of enabling American trade-mark owners to register freely their marks in foreign 
countries, it is a great boon to them in the foreign markets. It is hoped, therefore, 
that the provision will be retained in the Lanham Bill. 








